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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 6, 2006 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kusagaya (US Patent Application Publication Number 2003/0063453) in view of 
Kuwako (US Patent No. 6,693,793) and Steigerwald (US Patent No. 5,912,809). 

Regarding claim 17, Kusagaya in figure 7, discloses a printed circuit board with 
embedded capacitors, comprising: an inner layer of a multi-layered printed circuit board 
having a copper clad laminate adhered thereon by means of an adhesive (L4, as shown 
in detail in figure 1, described at paragraph 0071 in detail); a ground layer copper foil 



Application/Control Number: 10/731,246 Page 3 

Art Unit: 2841 

(L2, shown in detail in figure 1), formed at a top and a bottom of the -inner layer; a 
polymer capacitor paste (polymer film 16) having a predetermined thickness formed on 
the ground layer copper foil, a power layer (L3, as shown in detail in figure 1 ) copper foil 
formed on the capacitor paste (16) and partitioned (see figure), an insulation layer 
attached copper film (48) formed on the power layer copper foil (14 and 48, figure 5); a 
blind via-hole (18) and a through-hole (20) formed at predetermined portions of the 
insulation layer-attached copper film; and plated layers of the blind via-hole and the 
through-hole for layer connection of the printed circuit board. 

Kusagaya does not disclose the ground layer copper foil with roughened surface 
and the polymer film made of capacitor paste having high dielectric constant and the 
power layer copper foil are divided into cells corresponding to each operation voltage. 

Kuwako, in figure 1 , discloses a doubled sided copper clad laminate for capacitor 
layer formation with roughened (14) surface for better adhesion, column 5, line 35-50. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to provide the circuit board of Kusagaya with the ground 
layer copper foil with roughened surface, as taught by Kuwako, in order to have better 
adhesion. 

Regarding the polymer film made of paste having high dielectric constant. 
Kusagaya discloses the polymer film (16) provided between the ground layer and power 
layer made of polyimide film, but is silent about the dielectric constant of the polymer 
film. However, Kusagaya further states that the combination of ground layer, polymer 
layer and power layer, is used as a condenser body, page 2, paragraph 0028. It is 
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known (scientifically) in the art that the capacity (capacitance) of the condenser will 
depend upon the dielectric constant of the polymer (insulation) between the conductive 
layers (power and ground layers). Further, it has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to provide the circuit board of Kusagaya with the 
polymer layer between the ground layer and the power layer formed of high dielectric 
constant, in order to have the desired capacitor (condenser) capacity. 

Regarding the limitation "a dry film pattern that is laminated on the power layer 
copper foil and is etched by use of an etching mask," it is a process limitation in a 
product claim. Such a process limitation defines the claimed invention over the prior art 
to the degree that it defines the product itself. A process limitation cannot serve to 
patentably distinguish the product over the prior art, in the case that the product is same 
as, or obvious over the prior art. See Product-by-Process in MPEP § 21 13 and 
2173.05(p) and In re Thorpe, 777 F.2d 695, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Kusagaya discloses the structure. Therefore, Kusagaya meets the limitations. 

Regarding the limitation, the power layer copper foil are divided into cells 
corresponding to each operation voltage, though, Kusagaya shows the power layer 
patterned as required, see figure 7, does not explicitly recites the same is divided into 
cell corresponding to each operation volatage. However, power layer divided into areas 
of different potential for respective components is old and known in the art. Steigerwald 
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in figure 3 discloses a printed circuit board with the power layer segmented to provide 
various power supply voltage for different component (column 5, line 53-62). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to further modify the Structure of Kusagaya with the 
power layer copper foil divided into cells corresponding to each operation voltage, as 
taught by Steigerwald, in order to have various capacitive plane for different 
components. 

Regarding claim 18, the modified circuit board of Kusagaya further discloses the 
insulation layer-attached copper film is a resin-coated copper foil (14-48, figure 6). 

Regarding claim 19, the modified circuit board of Kusagaya further discloses the 
surface of the ground layer copper foil is roughened at a thickness of 1-2 urn to increase 
a bonding force between the ground layer copper foil and the capacitor paste (Kuwako, 
claim 4). 

4. Claims 20 and 22 rejected under 35 U.S.C. 103(a) as being unpatentable over 
the modified circuit board of Kusagaya as applied to claim 17 above, and further in view 
of Bruno (US Patent No. 5,155,072). 

Regarding claim 20, the combination of Kusagaya, Kuwako and Steigerwald 
discloses all the features of the claimed invention as applied to claim 17 above, but 
does not disclose the capacitor mixture is in a mixed composite form of BaTiC>3 ceramic 
powders having high-dielectric constant of 1000-10,000 and polyimide. 
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Bruno discloses a high dielectric composition having BaTi03 with a dielectric 
constant of at least 10,000 for electric device such as capacitors. Further, it has been 
held to be within the general skill of a worker in the art to select a known material on the 
basis of its suitability for the intended use as a matter of obvious design choice. In re 
Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to provide the modified circuit board of Kusagaya with 
the capacitor paste in a mixed composite form of BaTi03 ceramic powders having high- 
dielectric constant of 1000-10,000 and polyimide, as taught by Bruno, in order to have 
the desired capacitance value. 

Regarding claim 22, the modified circuit board of Kusagaya discloses all the 
features of the claimed invention as applied to claim 17 above, but does not disclose the 
capacitor paste is coated at a thickness of 8-25 urn. However, it is scientifically known in 
the art that the capacitance of a capacitor will depend upon the dielectric constant and 
the thickness of the insulating layer between the two conductive layer and the desired 
value can be obtain by a specific combination of the dielectric constant and thickness of 
the insulating layer. Further, it has been held that discovering an optimum value of a 
result effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 
205 USPQ 215 (CCPA 1980). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to provide the modified circuit board of Kusagaya with 
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the capacitor paste coated with a thickness of 8-25 urn, in order to have desired 
capacitance value. 

Allowable Subject Matter 

5. Claim 21 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

6. Applicant's arguments with respect to claims have been considered but are moot 
in view of the new ground(s) of rejection. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Tran (US Patent No. 5,764,491) in figure 2 discloses a circuit board with the 
power plane divided into cells for respective component to be mounted on the 
component layer. 

Rethlingshoefer et al. (Japanese Patent No. JP41013005A) discloses a high 
dielectric paste made with resin. 

Toshiharu et al. (Japanese Patent No. JP02001267751A) discloses a capacitor 
incorporating substrate with dielectric film formed on the roughened surface of copper 
foil. 



Application/Control Number: 1 0/731 ,246 Page .8 

Art Unit: 2841 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ishwar (I. B.) Patel whose telephone number is (571) 
272 1933. The examiner can normally be reached on M-F (8:30 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean Reichard can be reached on (571) 272 1984. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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